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REMARKS 

Reconsideration and allowance of the above identified patent application is hereby 
requested. Claims 1-26 are now in the application with claims 1, 13, and 25 being independent 
Claim 25 has been amended. The Applicant respectfully traverses the Examiner's rejections. 

Rejection Under 35 U.S.C. §103(a) 
Claims 1-4, 6-8, 10-16, 18-20, and 22-24 stand rejected under 35 U.S.C. §103(a) as 
allegedly being unpatentable over MapSoft (MapSoft Impress Pro Ver. 2. 1 User's Manual) in 
view of U.S. Patent No. 6,546,405 to Gupta et al. Although not specifically listed, the Applicant 
infers that claims 25 and 26 also stand rejected under § 103(a) as allegedly being unpatentable 
over MapSoft in view of Gupta. Claims 5, 9, 17 and 21 stand rejected under 35 U.S.C. §103(a) 
as allegedly being unpatentable over MapSoft in view of Gupta, and in further view of U.S. 
Patent No. 6,721,921 to Altaian. These contentions are respectfully traversed. 

The Applicant's claim 1 calls for (underlining added for emphasis) " applying the instance 
of the annotation to the electronic document, the annotation instance having an appearance 
defined by the variable content, the fixed content and the layout information, the annotation 
instance being modifiable by any user according to rights or permissions after the annotation 
instance is applied to the electronic document " The Office acknowledges (Action of April 26, 
2006, page 4) that MapSoft fails to teach that the annotation instance is modifiable by any user, 
according to rights or permissions, after the annotation instance is applied to the electronic 
document. The Office asserts, however, that Gupta allows a given user to modify annotations of 
others according to access rights they have assigned to them. Further, the Office asserts that 
combining MapSoft and Gupta would have provided the benefit of allowing for modifications of 
previously annotated content by multiple users based on access rights. 

Gupta, however, does not disclose that an instance of an annotation is applied to an 
electronic document and therefore also fails to disclose that an annotation instance is modifiable 
by any user according to rights or permissions after the annotation instance is applied to the 
electronic document Instead, Gupta indicates (Col. 18, lines 43-53) that the user authored 
content of a temporal annotation is displayed in a separate window of the display screen. 
Additionally, Gupta states (Col. 2, lines 14-19) that a viewer can annotate a multimedia 
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document (underlining added for emphasis) ". ..even if the viewer has no write access to the 
multimedia document," Gupta further discloses (Col. 2, lines 36-40 and Col. 18, line 59-63) that 
the display of annotations is synchronized with the display of associated temporally-dimensioned 
content, not that the annotations are applied to the temporally-dimensioned content. Therefore, 
the annotations disclosed by Gupta are not applied to the electronic document. 

Gupta also does not disclose that the annotation instance is modifiable by any user 
according to rights or permissions. Gupta discloses only (Col. 20, lines 46-5 1) that a user can 
change characteristics of any temporal annotation database to which the user has modify access. 
Gupta (Id.) further explains that the characteristics include access rights and, in particular, which 
users or groups of users have which access rights, e.g., read, write, modify, and/or delete access 
rights. Gupta does not disclose the extent to which a temporal annotation database can be 
modified. Moreover, Gupta does not indicate that a temporal annotation entry in a temporal 
annotation database can be modified. Further, as discussed above, Gupta does not disclose that 
an annotation is applied to an electronic document. Therefore, Gupta fails to disclose that an 
annotation is modifiable after the annotation instance is applied to the electronic document. 

Additionally, MapSoft and Gupta present opposing methods of associating an annotation 
with an electronic document. For example, MapSoft (Page 2) states that (underlining added for 
emphasis): "Once a file has been marked with an impression, that impression will be 
permanently embedded within that file when the file is saved. You will NOT be able to 
subsequently remove any impressions from a file once it has been saved." Gupta, however, 
indicates that an electronic document is not modified by a commenting user. For example, as 
discussed above, Gupta teaches that a viewer can annotate a multimedia document regardless of 
whether the viewer has write access to that document. As such, the document with which the 
annotations are associated remains unaltered . Therefore, Gupta teaches away from applying an 
annotation to a document and suggests that annotations should be maintained in a separate 
database, entries of which can be time-sequenced with the display of the electronic document. 
Because MapSoft and Gupta present conflicting methods for associating an annotation with a 
document, a person of ordinary skill in the art at the time of the invention would find no 
motivation to combine these references. 
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For at least these reasons, independent claim 1 is allowable over MapSoft in view of 
Gupta. Additionally, claims 2-12 depend from claim 1. Therefore, dependent claims 2-12 are 
allowable for at least the reasons discussed with respect to claim 1 . Claim 13 is similar to claim 
1 and also includes all of the elements discussed with respect to claim 1 . Therefore, independent 
claim 13 is allowable over MapSoft in view of Gupta for at least the reasons discussed with 
respect to claim 1. Further, claims 14-24 depend from claim 13. Therefore, dependent claims 
14-24 are allowable for at least the reasons discussed with respect to claim 13. 

The Applicant's claim 25 calls for (underlining added for emphasis) "in response to the 
request, accessing an annotation template for the requested annotation, the annotation template 
having associated instructions to retrieve a serial number from a centralized database, the 
centralized database accessible to multiple users; executing the instruction to retrieve a unique 
serial number from the centralized database; and applying the instance of the annotation to the 
electronic document, the annotation instance having an appearance defined by the annotation 
template and including the unique serial number." The Office acknowledges (Action of April 
26, 2006, page 7) that MapSoft fails to teach these elements. The Office asserts that Gupta 
teaches a unique identifier for every annotation. The Office further suggests that adding the 
teaching of Gupta to MapSoft would provide the benefit of each annotation being associated with 
a unique identifier. 

Gupta does not disclose that information stored in the identifier field of a temporal 
annotation entry, which is asserted to comprise a serial number, is provided by a centralized 
database. Gupta also does not disclose executing instructions to retrieve a unique serial number 
from a centralized database, or that such a centralized database would be accessible to multiple 
users. 

As discussed above with respect to claim 1, Gupta also does not disclose applying an 
instance of an annotation to an electronic document. Rather, Gupta indicates (Col. 18, lines 43- 
53) that the user authored content of a temporal annotation is displayed in a separate window of 
the display screen. Moreover, Gupta discloses (Col. 2, lines 36-40 and Col. 18, line 59-63) that 
the display of annotations is synchronized with the display of associated temporally-dimensioned 
content, not that the annotations are applied to the temporally-dimensioned content. Therefore, 
the annotations disclosed by Gupta are not applied to the electronic document. 
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Also as discussed above with respect to claim 1, MapSoft and Gupta present opposing 
methods of associating an annotation with an electronic document. For example, MapSoft (Page 
2) states that (underlining added for emphasis): "Once a file has been marked with an 
impression, that impression will be permanently embedded within that file when the file is saved. 
You will NOT be able to subsequently remove any impressions from a file once it has been 
saved." Conversely, Gupta teaches (Col. 2, lines 14-19) that the electronic document is not 
modified by a commenting user generating an annotation. Therefore, Gupta teaches away from 
applying an annotation to a document and suggests that annotations should be maintained 
separately from the document with which they are associated. Because MapSoft and Gupta 
present conflicting methods for associating an annotation with a document, a person of ordinary 
skill in the art at the time of the invention would find no motivation to combine these references. 

For at least these reasons, independent claim 25 is allowable over MapSoft in view of 
Gupta. Additionally, claim 26 depends from claim 25. Therefore, dependent claim 26 is 
allowable for at least the reasons discussed with respect to claim 25. 

The Applicant's claim 26 specifies that (underlining added for emphasis) " the request to 
apply an annotation to an electronic document is generated automatically in response to an 
event/ 1 The Office acknowledges (Action of April 26, 2006, page 9) that MapSoft fails to teach 
that a request to apply an annotation is generated automatically in response to an event. The 
Office asserts, however, that Gupta teaches that the annotation manager 1 82 forms a temporal 
annotation entry 300 from data of a temporal annotation post request received from the user 
interface module 1 84 and that this comprises an event. Nonetheless, the cited portion of Gupta 
does not relate to the claimed automatically generating a request to apply an annotation in 
response to an event. 

Gupta specifies (Col, 10, lines 52-56) that (underlining added for emphasis): „, 
temporal annotation entries can be created and added to temporal annotation database 150 any 
time a user views multimedia document 1 50 and cares to comment upon the content of 
multimedia document 1 50 in the form of a temporal annotation." Gupta further discloses (Col. 
10, lines 56-60) that the temporal annotation entry 300 is formed from data of a temporal 
annotation post request received from the user interface module 184. Therefore, Gupta discloses 
only that a request to apply a temporal annotation entry is generated by a user . Gupta does not 
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disclose, teach, or suggest that a request to apply an annotation is generated automatically in 
response to an event, as claimed. For at least this reason, claim 26 is allowable over MapSoft in 
view of Gupta. 

The Applicants claim 5 calls for (underlining added for emphasis) " requesting a service 
from a remote location: receiving content information in response to the request; and 
incorporating the content information into the variable content. " The Office acknowledges 
(Action of April 26, 2006, page 10) that both MapSoft and Altman fail to teach retrieval of 
content to be used as variable content. The Office nonetheless asserts that adding the teaching of 
Altman would have allowed one to retrieve data outside the host computer allowing annotations 
to be made by remote users who have access to the document to be annotated. 

Although Altman teaches (Col. 2, lines 1 1-20) that an annotation can be stored remotely 
from a document, Altman does not disclose that an annotation can include the required variable 
content, regardless of the source of content information. Instead, Altman indicates (Col. 2, line 
6) that an annotation can comprise a text overlay or a graphic overlay. There is no suggestion 
that any portion of such textual or graphical overlay information comprises variable content that 
is retrieved from a remote source. Therefore, neither Altman nor MapSoft discloses, teaches, or 
suggests that any of the content to be included in an annotation can be retrieved from a remote 
location. 

Moreover, Altman and MapSoft present conflicting methods of associating an annotation 
with a document. For example, MapSoft (Page 2) states that (underlining added for emphasis): 
"Once a file has been marked with an impression, that impression will be permanently embedded 
withiq that file when the file is saved. You will NOT be able to subsequently remove any 
impressions from a file once it has been saved." Conversely, Altman (Col. 1 , lines 47-50) 
discloses that . .the embedding of those annotations within the file also prevents them from 
being easily searched by non-ADOBE ACROBAT applications." Altman further discloses (Col 
5, lines 12-1 6) that annotations are superimposed over a corresponding portion of a document 
when it is displayed. As such, Altman teaches away from embedding an annotation in or 
applying an annotation to a document, and discloses that annotations should be displayed by 
superimposing them over a corresponding portion of text, such that the underlying document is 
not altered. Because MapSoft and Altman present directly conflicting methods for associating an 
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annotation with a document, a person of ordinary skill in the art at the time of the invention 
would find no motivation to combine these references. For at least these reasons, claim 5 is 
allowable over MapSoft in view of Altman. 

The Applicant respectfijlly requests a notice of allowance. Absent that, the Applicant 
requests an interview. Please apply any charges or credits to deposit account 06-1050. 

Respectfully submitted, 
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